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PETITION FOR RE-HEARING.
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This petition is based on questions which do not necessarily require a re-

examination of the case on its merits. We have added another petition,

marked Petition fob Re-hearing, No. 2, which discusses the case on its merits.

If the Court hold that the first petition is sufficient to entitle us to a re-hearing,

then it will not be necessary to consider the second one. If the Court hold

otherwise, then we invite consideration of the second petition.





IN THE

Circuit Court of Appeals of the United States

for the Ninth Circuit.

VULCAN IRON WORKS,
Appellant,

vs. / No. 111.

SAMUEL R. SMITH et al.,

Appellees.

PETITION FOR RE-HEARING.

No. I.

To the Honorable W. B. Gilbert, Thos P. Hawley and

Hiram Knowles, sitting as the above entitled Court.

We have never heretofore petitioned this Court for a

rehearing in any case; but have bowed with submission

to all its decisions which were adverse to us. It is not

our custom to ask rehearings, but in the case at bar we

are compelled to deviate from our usual practice because

the decision is based on an error of fact into which the

Court was led without any fault of its own, but by the

direct act of the appellant. By reason of that error of

fact, caused by the appellant, we were prevented from

having a fair hearing. This being true, we feel conn-



dent that this Court will grant us a re-hearing if for no

other purpose than to ascertain if the above charge be

true. If on such re-hearina it be found that the charge

is not true, or, if true, did not prejudice our eas*, then

the Court can still reverse the decree and let its former

decision stand without injuring the appellant. Our posi-

tion is that we are entitled to a full investigation of the

matter, and that is all we ask Such investigation can

be had only by a re-hearing. We feel confident, there-

fore, that this petition will be granted, because this

Court certainly cannot afford to allow its decree to rest

under the suspicion even (much less the charge) that it

was obtained through the perpetration of what appears

on its face to be a fraud on the part of appellant.

The error of fact to which we refer consists in this—

that in reaching its conclusion, as announced in the opin-

ion that has been handed down, this Court was led into

the error of considering and treating as a prior patent

one which in reality was subsequent to our invention.

This alone is sufficient to entitle us to are-hearing;

but while we are making this petition on that ground,

we shall also call the Court's attention to certain other

matters which we consider errors and which we claim en-

title us to a re-hearing.

We accordingly in this Petition No 1 present three

particulars wherein we think the Court erred to such an

extent as to entitle us to a re-hearing.

II.

In its decision this Court treated as a prior patent one

WHICn IN FACT WAS SUBSEQUENT TO OUR INVENTION AND CAN
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CUT NO FIGURE IN THE CASE.

This error of fact arose through the affirmative act of

the appellant. At the trial below two patents issued to

DeWitt C. Prescott were put in evidence by the appellant

for the purpose of anticipation and showing the state of

the art. The first is No. 369,881, dated September 13,

1887 (Record 487); the second, No. 416,012, dated No-

vember 26, 1889 (Record 525), and is marked Respond-

ents Exhibit 30 (Record 245). For the purpose of bet-

ter illustrating the Prescott device shown in his later

patent, Exhibit 30, appellant put in evidence a large per-

spective dtawing of the said second Prescott patent, viz.,

the one dated November 26, 1889 (Record p. 274-5),

marked Exhibit 43. We herewith file with the clerk a

photographic reproduction thereof as offered in evidence

for the inspection of your Honors.

When the appellant came to make up its record on

appeal, it inserted therein a blue-print of the mechan-

ism shown in this drawing, Exhibit 43, but gave it the date

of the earlier Prescott patent, viz.: September 13, 1887. By

comparing the photograph of the original Exhibit, here-

with filed, with the blue-print appearing in the record

between pages 566 and 7, it will be seen that the appel-

lant in making up its Record erased from the original

Exhibit its true date, November 26, 1889, and substituted

therefore the false date, September 13, 1887, thus making

the Prescott patent of 1889 appear to be the Prescott

patent of 1887. It is apparent that this was deliberate

and intentional. A blue-print is a photograph, and a

photograph is an exact reproduction of the object pho-

tographed.
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It is inconceivable, therefore, that in photographing

the drawing of the later Prescott patent, on which ap-

peared its own date of November 26, 1889, the operator

could have reproduced something which was not on the

drawing, viz.: the date of the earlier Prescott patent. Septem-

ber 13. 1887.

The original Exhibit 30, from which the blue-print

was made, bears on its face its own distinctive lettering

of the parts and the following words in the lower right

hand corner, viz.: " Be Witt C. Prescott. No. 416,012.

Nov. 26, 1S89 (Exhibit 30)."

The blue-print in the record, which purports to be a

cop3T of the same, reproduces accurately the mechanism

of the drawing Exhibit 30, but shows a different lettering

of the parte, viz. : the lettering of the earlier Prescott

patent, and also the following words in the lower right

hand corner, viz.:
u De Witt C. Pnscott. No. I &8L

Sq*. 13, 1887."

It is clear that the party who made this blue-print had

before him the two Prescott patents; he reproduced the

mechanism of the second one, but omitted the lettering

date, and number, and then added the lettering, da:

and number of the earlier patent. In this way the lak

patent is made to appear as being the earlier one. This

could not have been accidental. It was manifestly de-

liberate and intentional. If that is true, then it was a

fraud upon this Court which ought to be i: .rated.

We do not know who is the guilty party. We have only

a suspicion on the subject We d< *r. to ab-

ve appellant's counsel from any connection with the

fraud. We know that they would not countenam
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practices. The only complaint we have against them is

one of carelessness in allowing their record to contain a

false drawing. It was their duty to see that the record

was correct, and at page 59 of their brief they refer to

said blue-print as being a correct representation of the

earlier Prescott patent, But this fact still remains, that

a grave error has been committed, which largely influ-

enced the decision of this Court. The erroneous im-

pression that the blue-print in question represents the

Prescott patent of 1887 was a controlling feature in the

decision of the Court. Therefore we are entitled to a

re-hearing, and we think that appellant's counsel ought

to join with us in requesting the same. Otherwise they

would appear to be willing to profit by a wrong which

they would scorn to personally perpetrate. But that is

their concern, not ours. We proceed to show that our

rights were prejudiced by the false blue-print.

In that behalf ice assert that the said blue-print teas one

of the controlling facts which induced the decision in this case,

and that result was due to the false date printed on said blue-

print, wherebxj this Court was induced to believe that the Pres-

cott patent in question was issued September 13, 1887, whereas

it teas not issued until November 26, 1880.

The decision of this Court is based largely on the

Prescott patent. It is a controlling feature in the case

The patent is referred to in this written opinion as
u No.

369,881 of September 13, 1887;"* but it is manifest from

the context of the opinion that the reference was to the

mechanism of the later patent, " No. 416,012 of Novem-

ber 26, 1889." This is confirmed by the oral statement

of His Honor, Judge Gilbert, made to the writer of this
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petition in the presence of the appellant's counsel, to the

effect that he used ani referred to the said blue-print in

writing the opinion- and that the patent rehich he referred to

therein so frequently as the Prescott patent icas the one repre-

sented by said blue-print, bearing the date September}?,, 1887

In other words his Honor was led to believe that the

later patent of Prescott was the earlier one. and that be-

lief was caused solely by the false date on the blue-print.

Of this there can be no manner of doubt, for we have

the information directly from his Honor himself.

Of course the later Prescott patent is not early

enough to affect our rights, being issued subsequently

to the date of our invention and while our application

for a patent, was pending.

It appears from the record, and is not denied, that

sometime prior to November, 1888, Smith made sketches

of his invention. On November 1, 1888, he ordered

working drawings made; on November 10, 1888, patterns

were made for the castings; on November 21, 1888, the

working drawings were completed; on December 20,

1888, a Mr. Ford inspected the drawings and ordered a

mill; on February 18,1889, the machine was sold to

Ford; on April 8, 1889, the mill was set up in the shop

at Cincinnati and photographed; on April 12, 1889, the

Erst mill was shipped to Ford; on April 25, 1889, the

machine was put into actual operation, and ever since

thou the appellants have been making and selling simi-

1;„ machiues; on September 24, 1889, Smith filed his

application for a patent.

See Deps. of Smith, Hanharl and Myers. Record pp.

12. 55-6, 5S-G0.
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From this it will be seen that the date of Smith's in-

vention was as early as November, 1888. As the second

Frescott patent was not issued until November 26, 1889,

it cannot be u 5ed to limit the scope of Smith's claims.

It is not a prior patent .

Hence the motive on the part of appellant in endeav-

oring to make the Court believe that the second Pres-

c;)tt patent was issued in 1887.

It will doubtless be said by appellant's counsel that

we were not prejudiced by the false date on the blue-

print, because the earlier Prescott patent is in itself suf-

ficient to sustain the decision of this Court. Our answer

to this is two-fold:

First— The earlier Prescott patent is not sufficient to sus-

tain the decision..

Tbis we shall discuss later on, in our petition, No. 2.

Second

—

Whatever the earlier Presscott patent shows, the

fact remains that the decision of this Court is not based on

that patent, but on a later one, andfor that reason ice are en-

titled to a re- hearing.

We are not now arguing the merits of the contro-

versy. We are not now enquiring whether the earlier

Pivsc. tt patent is sufficient to sustain the decision.

We say we are entitled to a re-hearing, in order that we

may have an opportunity to argue those questions. As

the c^se now stands, it was decided on a false hypothesis.

The major premise of the syllogism is shown to have

been unsound. Hence the conclusion, as based on such

premise, is likewise unsound. Whether or not the same

conclusion would have followed, had a different premise
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been substituted for the false one. remains to be seen.

Ihis Court has not considered that question, and we are now

asking a re-hearing in order that it may be considered.

As a matter of right it seems to us that we are entitled

to a consideration of that question by the Court, and if

so entitled, how else can it be had than by a re-hearing?

Indeed the matter seems to us to be a plain proposition.

Here is a case where a defendant offers in evidence

two alleged prior patents for the purpose of avoiding the

patent sued on. In deciding the case the Court pays no

attention to the first of said two patents—does not con-

sider it at all—but holds that the second of said two

patents is sufficient to avoid the patent sued on, and

renders judgment accordingly. Subsequently it is shown

that said second patent is not prior, but subsequent to the

plaintiff's invention, for which reason it cannot antici-

pate or avoid the patent sued on. Hence it would ap-

pear proper that there must be a re-hearing, in order

that the Court may consider the effect of the first of

said two alleged prior patents upon the patent in suit.

Certainly this Court must consider that question at some

time, for it never has considered it, so far as now appears.

Will the Court consider \texparte
)
without further hear-

ing, or will it consider the question on a re-hearing

proper, where it can bave the benefit of full oral argu-

ments? And are we not as litigents entitled to such

re-hearing? We feel convinced that, if we are granted

an opportunity to argue the question orally and to show

the differences between the first Prescott patent and ours

b\ models and illustrative drawings, we can show that

we are entitled to an affirmance of the decree. But
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bear in mind, we are not now asking the Court to change

its decision or to commit itself in any way whatever.

We are merely arguing that the decision rendered is

based on a false hypothesis, caused by the affirmative

act of appellant in putting a false date on a drawing

(which act we say was apparently intentional, but

whether intentional or not, was undoubtedly prejudicial

to our rights), and, therefore, the whole case ought to

be re-argued with the true and real facts before the

Court. If, upon such re -argument, the same result fol-

lows as now exists, well and good, let it follow, and we

will bow to the decree of the Court. But until that

time we feel that we have been unjustly dealt with, and

have not had that fair and full hearing to which, in com-

mon with all litigants, we are under the law entitled.

We are not now complaining of the conclusion reached

by the Court upon the premises which it assumed to be

true. For the purposes of this argument, it may be as-

sumed that said conclusion is correct. If the second

Prescott patent had, as matter of fact, been prior to our

invention, it might have limited the construction of our

claims on the straining gear, because, while said second

Prescott patent does not show a rock-shaft mounted on

knife-edge bearings, it does show a system of compound

levers mounted on knife-edge bearings for accomplishing

the object accomplished by our patent. For these

reasons we repeat that we would not complain of the

Court's conclusion if its premises were true. Bat its

premises are not true. The second Prescott patent is

not prior to our invention. On the contrary it is subse-

quent and for that reason cannot limit our claims or
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affect them in any way. Our complaint is directed

against the appellmt, who, by placing a false date on

the blue-print, ante-dated it to 1887, and thereby led

the Court into an error of fact, which controlled the

decision.

We submit that every principle of justice demands

that we be granted a re-hearing for the purpose of showing

that under the facts, as they actually exist in this case, it is

probable that the decision will be different from that rendered.

We are not at this time asking the Court to change that

decision, nor to commit itself to any particular ruling.

We are merely asking for an opportunity to be heard on

a question which has not been considered by the Court,

and a consideration of which was prevented by the im-

proper conduct of the appellant.

II.

Error of the Court in not affirming the decree as to

MILLS MADE AND THREATENED TO BE MADE BY APPELLANT AFTER

THE STYE OF THE MILL MADE FOR AND SOLD TO N. H. FaLK.

Under this head we insist that the decree should have

been affirmed, at least in part, even when the construc-

tion is given to our claims which was given by the decis-

ion rendered. That is to say, assuming for argument's

sake, that the reasoning of the Court's opinion as ren-

dered is correct, and that the limitation must be put on

our claims there indicated, the result will follow that the

decree should bo affirmed instead of reversed.

It appears from the testimony that the appellant had

made and sold two styles of band-mills. The first is

known as the Falk mill, or mill made by Falk; the sec-
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ond as the Koefoed mill. The firs': was copied from

Smith's mill and made before the Koefoed patent was

applied for. That mill was sold to N. H. Falk. In its

subsequent mills the appellant changed the mechanism of

its straining gear and substituted that shown in the

Koefoed patent, having in the meanwhile applied for a

patent on the device.

This Falk mill is represented by the large model

marked " Complainant's Exhibit Defendants' Mill," which

model correctly represents the mill. (See Record p. 37).

In that model and in the Falk mill the identical strain-

ing device shown in Smith's patent is used. It shows a rock-

shaft mounted on knife-edge bearings, the knife-edges

being let into the shaft upon the lower side at either end

and the fulcra being formed in brackets attached to the

inside of the column. It also shows the supporting rods

for the upper band-wheel bearings terminating in a point

and resting in steps formed in the outer ends of short

arms attached to the rock-shaft.

The language used by the Court in describing the

straining gear of Smith's mill applies precisely and in

every detail to the Falk mill as well as to Smith's, for the

two are identical, so far as the straining device is con-

cerned.

In the second mill which the appellant built the form

of the straining device shown in the Falk mill was

.•handed to that shown in the Koefoed patent. At pres-

ent, however, we are dealing solely with the Falk mill.

The drawings for that mill were made in September,

1890 (Record 226). The mill was finished in about a

month or six weeks afterwards (Id. 230) and was deliv-
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ered to Falk during the month of October. 1890 (Id. 231).

It was doubtless not paid for until after January. 1891,

as it is the custom with manufacturers at San Francisco

to give sixty days or more credit

The mill gave satisfaction, and thereupon appellant ad-

vertised the same and solicited orders, which advertia

ment was running until after January. 1891. (See Com-

plainant's Exhibit A. being advertisement from a period-

ical called i: Wood and Iron ").

Smith's patent was applied for on September 21. 188

Claim 5. which is the principle claim involving the strain-

ing device, was allowed on October 1, 18S9 (Record 440 ).

On November 18, 1890, the formal notice of allowance

was given by the Patent Office (Record 459) and on De-

cember 16. 1890, the patent was issued. (See patent).

It will thus be seen that, while the complainants appli-

cation for a patent was pending in the Patent Office and

one year after the allowance of the claim in controvert

but about six weeks before the patent was actually issued.

the appellant made and sold a band-mill, which is. under

the decision of this Court, an infringement, and after

the issuance o p the patent appellant advertised similar

mills for sale, solicited orders, and threatened to con-

tinue such manufacture and sale. These facts entitle

to an injunction against further manufacture and sale

of mills similar to the Falk mill, and since this appeal is

merely from that portion of the decree granting an in-

junction, we are entitled to an affirmance. While we

may not be entitled to a decree for damages for the mak-

l and Belling of the Falk mill, be- it waa made and

Id prior to the date of our patent, still we are clearly
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entitled to an injunction against future sales of such

mills. The law on this point is clear.

If, after application for a patent is filed and its claim

allowed, but before its actual issue, a defendant knowingly

builds and sells a machine covered by the claims of the

patent as subsequently issued, and after the issue of the

patent refuses, upon demand, to cease infringing and

threatens to continue so doing, and advertises his infring-

ing machine, both graphically and verbally, solicits cus-

tomers therefor, and has the means at his disposal of

building and selling the machine, m such a case a suit

will lie against him for an injunction on the ground of

threatened infringement, and it is immaterial that he has

actually not made one of the infringing machines since

the issue of the patent.

To warrant an injunction it is not necessary to show

an actual infringement. A threatened infringement, or

a state of facts from which a complainant is justified in

fearing an infringement, is all that the law requires to

sustain a suit for an injunction. The writ is preventive,

not compensatory. It aims solely to prevent future

wrongs, to restrain future infringements. If, therefore, a

record shows such a state of facts as justifies the com-

plainant in apprehending future infringements, then the

suit will lie.

In his work on Patents, at section 67tf, Mr. Walker

states the general rule as follows:

" Indeed, no injunction can be averted by affirmative

evidence that the defendant has ceased to infringe, even

though coupled with a promise that he will infringe no

more."
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This rule o? law is quite well settled, as will be seen*

by reference to the following cases:

3 Robinson on Patents, § 1191.

Woodworth vs. Stone (.3 Sto., 572).

Celluloid Co. vs. Arlington (34 Fed., 324).

(7o7i. CW WeU Co. vs. JEfcfcm (12 Fed., 870).

American Bell Tel. Co. vs. Globe Tel. Co. (31 Fed,

732).

.Facer vs. Mdvale Steel Works (38 Jd., 231).

White vs. Heath (10 /J., 291).

Merrian vs. flWiftA (11 /rf., 589).

Shaw vs. .Lead Company (11 /<?., 715).

Campbell vs. Ja??ies (2 i#., 338).

Di&We vs. .4w#ur (7 Blatch., 86).

flercry vs. Stove Co. (2 B & A., 224).

(Torricm vs. Anthony (16 Blatch., 234).

Jenkins vs. Greenwald (2 Fish., 37).

Chemical Works vs. Vice (14 Blatch., 179).

ZosA vs. fli^iie (Webst., 200).

Sawyer vs. Tfcrwer (55 Fed. R., 981).

California Electrical Works vs. i/e/^e/ (48 Fed.

Rep., 375).

The last cited case is in point. There defend-

ant had infringed prior to the assignment of the- patent

to the plaintiff. He had not infringed subsequent to

the assignment. Indeed, he testified that he did not

intend to make any further sals of the infringing

articles. Be had a few of them on hand, however, and

advertised them in his catalogue. An injunction w

granted. This case lias been affirmed on appeal by this
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Court (Henzelvs. California Electrical Works, 55 Fed. R..

755).

Indeed, the Circuit Court for the Northern District of

Ohio has carried the doctrine so far as to hold that

where a patent has been only applied for, though not yet

granted or issued, a court of equity has jurisdiction in a

suit by the prospective patentee, to grant an injunction

restraining infringements being committed before the

patent has been issued.

Butler vs. Ball (28 Fed. Rep., 754).

Of course it is not necessary for us to go so far as

that, because in our case, when the suit was brought, the

patent had been issued and the defendant had not only

infringed (if we may so use the word) prior to the issu-

ance, but was advertising and threatening and preparing

to infringe after the issuance of the patent. Hence, we

were clearly entitled to an injunction on the ground of

threatened infringement, even though the Koefoed mill

be not an infringement.

It must be remembered that, under the act creating

the Circuit Court of Appeals, an appeal can be taken

from that part only of an interlocutory decree ichich grants

an injunction. Those portions of the decree sustaining

the claims, adjudging infringement and awarding an ac-

counting, must stand until reversed on appeal from the

final decree. Only the portion awarding an injunction

can be questioned. This being true, if there is any

ground whatever or any theory under which the injunc-

tion can be sustained, the decree will be affirmed. Such

is the case here. The injunction against making and
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selling mills similar to the Falk mill was proper, and ap-

pellees were clearly entitled thereto. Consequently the

decree should be affirmed.

This is simply a case where a defendant has made two

styles of machines, both of which the lower Court holds

to be infringements. On appeal this Court holds that

one is an infringement and the other is not. In such

case the decree for an injunction cannot be reversed. It

must hold good as to the one which is an infringement.

The decree does not mention any specific mill, but runs

against all mills that are infringements. The record shows

one mill that is an infringement, and that is sufficient.

This Court may in its decision express an opinion as to

whether the Koefoed mill is an infringement, and that

opinion will have controlling weight with the lower

court when the accounting is had, and may operate to

release such mill from the accounting; but that is all this

Court can do in the matter. It cannot set aside the in-

junction against a mill which, by its own decision, is not

only a plain infringement, but a servile cupy of com-

plainant's mill.

If this decree of reversal as rendered stands, then the

Vulcan Iron Works can continue making mills like the

Falk mill, and, indeed, can copy our mill in its minutest

details. They have already made and sold one. They

have advertised and threaten to sell others. They have

the drawings and patterns and all other necessary means

and appliances for carrying out BUch threat. They arc

under no injunction. They can at once begin to make

mills like the Falk mill. We submit that such result

would entail the gravest hardship upon us and operate



22

as a great injustice. Only a re-hearing can prevent this,

and we submit that this petition should be granted, even

if this Court should adhere to the views already an-

nounced in its decision. The reversal of the decree ap-

pears to have been an act of inadvertence. There should

have been an affirmance.

IIL

But in any event it was error to reverse the decree

in its entirety.

The decree appealed from is interlocutory. It adjudges

that the patent is valid, that it has been infringed,

awards an injunction, and orders an accounting of damages

and profits. Prior to the creation of this Court no appeal

could be taken from such a decree or any part thereof,

(Iron Co. vs. Martin, 132 U. S., 91.) But by the Seventh

Section of the Act creating this Court the rule was so

far changed as to allow an appeal from preliminary

orders granting injunctions and those portions of interlocu-

tory decrees which grant injunctions. All other portions of

such decrees are unappealable. They can be reviewed

only on appeal from the final decree. Since an appeal

can be taken from that part only of an interlocutory decree

which awards the injunction, it follows conclusively that said

part anly of such decree can be reversed. AJ1 other portions

of the decree must stand until a final decree is entered.

Any attempt of this Court to pass on any other portion

of an interlocutory decree, save that portion granting an

injunction, would be beyond its jurisdiction.

These matters have been definitely settled by the case

of
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Columbus Watch Co. vs. Bobbins (52 Fed. Rep..

337.

That decision was rendered in the Court of Appeals

for tin Sixth Circuit by Judge Jackson, now a member

of the Supreme Court. In the opinion he said:

" It admits of no question that the entire decree of thi

Circuit Court was not appealable either under the sixth section

of the Act of March 3, 1891, or under the precious provisions

of law.
******* It was not final but in-

terlocutory in its character, and subject to the further

and future control of the Court below, and that Court

properly denied an appeal from the entire decree, and al-

lowed it only from so much thereof as related to the injunc-

tion as authorized by section 7 of the Act of March 3,

1891. This limited appeal from a part of the interlocu-

tory decree clearly did not remove the whole cise or the

entire decree from the Circuit Court to this Court, It

only brought up for review the question whether the

action or order of the Circuit Court granting the injunc-

tion was proper or improper. This Court, by virtue of

that appeal, has before it for determination only the

question whether that injunction should be sustained or

dissolved. The cause is still pending in the Circuit

Court upon all other questions and matters involved in

the litigation.

The Act of 1891, § 7, permits an appeal from an inter-

locutory order granting or continuing an injunction. The

sent appeal is allowed and taken from such an order,

and its legal effect and operation is to remove from the

trial Court to this Court only that part of the & hich

tie* to thi injunction. That part of the interlocutory
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decree is before this Court for review. The lower Court

has no further control or jurisdiction over that subject

until it receives the mandate of this Court affirming or

reversing its order granting the injunction. But all other

parts or portions of the interlocutory decree, such as those re-

lating to the validity of the reissue patent, and its infringe-

ment, and the questions that may arise upon the account

ordered to ascertain damages and profits, have not yet left the

jurisdiction of the lower Court. That Court may hereafter

change its interlocutory decree on the very questions

this Court is requested to decide finally. For aught that

appears or is known to this Court, the lower Court may

have already done so. But suppose this Court should

decide the merits of the case, its decision of matters or

questions not before it for review, under the present

appeal, icould have no binding force on the lower Court, and

might be wholly disregarded when that Court comes to a final

hearing of the cause. Nor would the premature decision

of this Court upon questions not properly before it pre-

vent either side from taking an appeal from the final

decree of the Circuit Court when such a decree shall be

hereafter rendered.

Such a course of practice and procedure as this Court

is requested to pursue, in respect to matters not properly

before it, involving the exercise of original jurisdiction,

would be attended with great confusion and perplexity,

and would greatly embarass the orderly administration of

justice. It is contrary to all precedent and entirely out

of harmony with the federal judicial system of the

United States. Under that system, original jurisdiction

can only be exercised by the courts on which it is con-
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ferred by the constitution or laws The blending of

original and appellate jurisdiction is not sanctioned by

either the constitution or laws of the United States.

Sound principle, as well as wise public policy, require

that original and appellate jurisdictions should be kept

distinct and independent. To blend them or allow one

Court to exercise both, would be attended inevitably

with evil and mischievous results. It would doubtless have

been ivell if, in the creation of this Court, the seventh section

of the Act had permitted or authorized an appealfrom inter-

locutory decrees sustaining the calidity of patents and adjudg-

ing their infringement., so as to obviate in many cases, the

taking of expensive accounts and the delays incident

thereto. This has not, however, been done, as we construe

the Act of March 3, 1891, and it is not in the power of this

Court to afford relief, such as the present application seeks to

secure.

In our view of the subject, this Court cannot properly

comply with or accede to the application of the parties, for

the reasons already stated, that the appeal as allowed and

taken does not bring up for review anything more than that

portion of the interlocutory decree which granted the injunc-

tion, and that to consider and finally decide other matters not

covered by or included in the appeal would involve the exercise

of original jurisdiction, when this Court, under the law of its

creation is restricted and confined to the exercise of appellate

jurisdiction ."

Subsequently this case was certified up to the Supreme

Court, but the certificate was dismissed on account of

irregularity, and that tribunal has never passed on the

ca
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Columbus Watch Co. vs. Robbins, 63 0. G., 154.

The same views were announced in Blount vs. Socitie,

etc. (53 Fed. Rep., 99).

We submit, therefore, that it was error to reverse the

decree in toto. All that the Court could do in any event,

was to reverse that part of the decree awarding an injunc-

tion.

In Jones vs. Munger (49 Fed. Rep., 61), an appeal was

taken from an interlocutory decree, and the same was

heard on the merits without objection from the appellee.

The Court found that there had been no infringement

and reversed the decree in toto, remanding the case to

the lower Court with instructions to dismiss the bill. A

petition for rehearing was filed, in which the Court was

asked to vacate its former ruling and dismiss the appeal

on the ground that an interlocutory decree in a patent

case is not appealable.

The Court of Appeals for the Fifth Circuit held that

the objection came too late because the appeal had been

already heard on the merits •' without objection on the

part of the appellee," but did hold that it was error to

have reversed the decree in toto. Accordingly they set

aside the order reversing the decree in toto and entered a

new one directing the en use " to be remanded to the Circuit

Court with instructions to dissolve and dismiss the injunc-

tion granted in said Court."

We are nut now asking for such modification of the

decision herein. We are asking for a re-hearing, and in

support thereof we point out the above error among

others, Upon such re-hearing the entire case can be re-
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investigated, in the light of the points raised in this peti-

tion, and the proper order entered. There are numerous

novel and perplexing questions raised, questions which

have never been passed on by this Court nor yet by the

Supreme Court. We ask an opportunity to present them

to this Court upon a full hearing and opportunity for

oral argument, and that is all we do ask at this stage of

the ease, simply an opportunity to argue those questions

of law. We submit that it is a reasonable request, that

the appellant's rights will not be prejudiced by granting

it and that the appellees are entitled to it. We cannot

believe that this Court will deny it.

The falsifying of the record by appellant to the preju-

dice of the appellees, the oversight of the Court in re-

versing the decree, when, by its own decision, the patent

was valid, and one of the mills made by appellant (the

Falk mill) was an infringement, and the error of the

Court in reversing parts of the decree over which it had

no jurisdiction, are. in our judgment, ample grounds for

a re-hearing. If not, then we must admit that we have

misconceived the theory of re-hearings and do not know

when they ought to be granted.

All of which ectfully submitted,

JOHX HEXRY MILLER,

For Appelk







Undoubtedly this Court may and would call for a re-argu-

ment when doubts are ascertained, which it is supposed may be

removed by further discussion at the bar.

Chief Justice Taney.

PETITION FOR RE HEARING

No a.

Addressed to a consideration on the merits of the questions involved in

the decision rendered by this Court.
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PETITION FOR RE-HEARING.
No 2.

This petition, No. 2, is addressed to the merits of the

controversy, and is based on the theory of error in the

construction given by the Court to the claims of the

Smith patent. If the Court should be of the opinion

that the preceding petition, No. 1, is sufficient to justify

a re-hearing, then it will not be necessary to consider

this petition, No. 2, at all, and a consideration of the

matters presented may accordingly be reserved for the

argument on the re-hearing. If, however, the Court

should hold otherwise, then we invite attention to this

second petition. We do not belive that the Court will

ever reach this stage of the case, because we are confi-

dent a re-hearing will be granted on our petition, No. 1.

We present this petition, No. 2, solely out of an abund-

ance of caution. The matters therein discussed must

necessarily be presented at some time, either now or on

the re-hearing itself. If they are not necessary at this

paiticular time, your Honors can discard from considera-

tion what follows herein.

ARGUMENT.

There are two sets of claims in the patent, which are

involved in this controversy. The first comprises claims

1, 2, 3 and 4, relating; to the outside support] the second,

claims 5, 6 and 10, relating to the straining gear. We

shall consider these claims seriatim] but before doing so,

a word or two generally on the subject of band-mills

will materially assist us and tend to simplify the prob-

lem before us.
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There is, generally speaking, but one fundamental

mechanical problem in a band-mill, and that is to keep the

saw taut on the wheels at all times, notwithstanding the vary-

ing conditions to which the mill may be subjected.

It is manifest that there are three great difficulties in

attaining this object. In the first place, under the strain

of the saw, when running, the wheels have a tendency

to tilt towards each other. When that occurs, of course

the saw slackens and no longer remains taut on the

wheels Secondly, when an unusually heavy load is

placed on the saw, there is a tendency to twist or wrench

the bearings of the band-wheel shaft laterally or in a

cross-line; and, thirdly, when the saw heats up from ex-

cessive friction, it expands and thereby becomes loose on

the wheels.

Prior to Smith's invention many fruitless attempts

had been made to overcome these difficulties. Smith

was the first to succeed in overcoming them. By so

doing he gave to the world the first practically success-

ful band-mill. This is evidenced by the facts shown in

the record, that not one of the prior mills was practical

or successful as compared with those of the present

time, and that immediately after the introduction of

Smith's mill, all users of band-mills adopted his ideas.

We maintain that those two cardinal facts are shown by

the record.

Smith remedied the first of the three difficulties by

providing his integral outside support. He remedied the

second by his cross-line adjustment, which is not in issue

here and need not be considered, and he remedied the

third by his automatic straining device.
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The outside support and the straining device, while

separate and independent mechanisms, act conjointly in

producing the ultimate result desired. The first device

keeps the wheels in tr; e alignment by preventing all

tilting; the second automatically takes up all slack in the

saw by forcing the bearings of the band-wheel shafts

farther apart at the desired moment. Thus the wheels

will be kept in true alignment and the saw taut thereon

continuously and at all times. The great desideratum in

band-mills is thereby accomplished, and by means of

Smith's two devices. Nothing then remains but to build

the machine of the strongest materials and to run it at

the highest practicable speed, and those things, of

course, fall within the domain of the ordinary mechanic.

We now take up the claims in detail:

CLAIM I.

"
1. In a band-saw mill the combinition with the band-wheels and main

supporting frame or column of an integral standard carrying the front bearings

of the upper and lower band-wheel shafts, said standard being attached to the

front of said main frame or column between said band-wheels, substantially as

herein set forth."

This Court found that said claim was not anticipated

nor void for want of invention, but, in view of the

state of the art, limited it in construction to a combiaa-

tion in which the outside support was made u
in the form

of a single casting attached directly to the main frame or col-

umn!' Inasmuch as the appellant's mill, which was

charged to be an infringement, was not made " in the

form of a tingle casting,'
1 but in the form of two castings

bolted together, it was held to be no infringement. In

other words the appellees invention was held to con-
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feist solely in making the outside support in a single

cutting.

This necessarily assumes that the device in question

whs old but had theretofore been made in two pieces; for

the decision in a nutshell means that all Smith did was

to make in one piece a mechanical device which had

formerly been made in two pieces.

The Court reached this conclusion from three con-

siderations, viz:

1. From the language of the patent tUelf.

2. From the 'proceedings had in the Patent Office.

3. From the state of the art.

Briefly we note each of these positions.

AS TO THE LANGUAGE OF THE PATENT ITSELF.

We submit that there is nothing in the language of the

S.mth patent to justify the conclusion reached by the

Court as to Claim 1. In the opinion rendered it is said

:

" And his sole invention i« expressed in his application,

where its object is said to be, also to lessen the number

of parts usually considered necessary in this class of de-

vices.'

'

This statement of the patent does not support the con-

clusion reached. The quotation supra taken from the

patent is only a statement in part of the objects of the

invention, and should not be taken alone and detached

from the context as the sole object of the invention.

The specification says:

"The objects of my invention a-, first, to bo improve th« ****** fr»me

of band-s^w mills that the operat.ve parts may be readily apph-o in position

for me, and when once adjusted, they will be fl.mly and pe manently supported

in true alignment; second, to provide means to rapidly adjust the machine to

the duty required of it, and third, to provide , a for hanging or supporting
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the upper band-wheel and its bearings, whereby the saw will be automatically

strained to the proper tension and run true, regardless of the dnty or load put

upon it.''

The first of the above statements applies to the out-

side support: the se ond to the ss-line adjustment

(not in issiu ;
and the third to the straining devi

Temporarily we may dismiss the and third from

consideration. In the ve find a statement of the

object and pi rpose of the outside support, and it clearly

states the essence of the invention as embodied in said

outside support—its fundamental and controlling idea.

Let us pause here to repeat, tl-

bodied side support i of the

•' TO SO IMPROVE THE SUPPORTING FRAME OF BAND SAW MILLS

THAT PHE OPERATIVE PARTS MAY BE READILY APPLIED IN POSI-

TION FOR USE. AND WHEN ONCE ADJUSTED. THEY WILL BE FIRMLY

AND PERMANENTLY SUPPORTED IN TRUE ALIGNMENT
*

Here we find the essence of the invention, its funda-

mental principle, the law of its existence. And yet there

10 hint of a single casting, no inference that it could

be embodied only in a single c _. This Court ap-

to have taken no notice of this statement whatever.

Certainly, in ascertaining what the patentee considered

Ins invention, as manifested by the patent itself (which

is the subject we are now considering) we were entitled

to the benefit of this statement.

ttmn after making the broad statement

quoted as to th i
objects of the invention.

proceed^
• Its object is also to lessen the Dumber of parts hbtmII.v considered nec^sarr

in this class of devices to adapt the mill to be nsed for all kinds of materia'.

Tnig i8 tht on which the Court relies for lim-

iting the invention to a
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It will be observed that this sentence does not in

direct terms refer only to the outside support, but to the

machine as an entirety. The opinion of this Court

makes it refer solely to the outside support.

It will be observed further that it merely specifies an

additional object of the invention over and above what

had already been specified, just as the specification says

a little further on: ' The invention consists also in minor

details of construction, etc. (Lines 60 et seq., p. 1 of

Spec.) The main fundamental objects of the invention

had already been specified, and this sentence merely

specifies another and additional object Yet this Court

read it as specifying the sole and only object. We thus

see that in giving the meaning it did to the sentence in

question, the Court committed two errors. First. It

limited the sentence to the outside support alone, whereas it re-

ferred to the machine in its entirety; second, it construed the

sentence as specifying the sole and only object of the outside

support, whereas it was only a minor, additional and subsi-

diary one.

But further, the specification near its close, says:

"I have shown and described what I believe to be the simplest and best

means of embodying my invention ; but it is obvious that many mechanical

changes may be made without departing from its spirit and scope, and I would

Leuce have it understood that I consider ail such mechanical changes as mere

modifications of my invention
"

In view of the foregoing we submit that, when Smith

described his invention as being embodied in a single cast.

ing, he merely specified that form as the best one, and

did not intend to limit it to said form.

The law provides (R. S. 4888) that the patentee must

specify the best form in which he has contemplated em-

bodying his invention. It does not require him to specify
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more than one form. After he has shown and described

it in one form, he is then in law deemed to be entitled

to all the forms in which it may be embodied. Here the

patentee has described in his specification the form of a

single casting, and in his claim called it an integral one,

besides stating directly in his specification that it may be

embodied in other forms. Therefore, under the rules of

law long since well settled, his claim cannot be limited

to the one form of a single casting.

But further still, even if Smith did make his outside

support in the form of a single casting in order to lessen

the number of parts, the appellant's mill also in substance

and effect possesses the same advantage. When the two

parts of appellant's outside support are placed in position

and bolted together, the device possessesall the advantages

possessed by one made of a single casting. It is just as

good, just as strong, just as rigid. It accomplishes iden-

tically the same result in identically the same manner as

the single casting. The two are plain equivalents They

are both integral standards. The opinion of the Court so

holds. For it is there said that the appellant's outside

support " is none the less integral by reason of the fact

that it is made of two parts so securely bolted together

as to present the effect and produce the result of a single

casting." Therefore, we say that the appellant's stand-

ard does in substance and effect lessen the number of

parts, because, when the two parts are joined, mechan-

ically they form one single device. This result is produced

by bolting. In Smith's case it is produced by catting.

Suppose the appellant's column had been cast in a

single piece originally and then afterwards cut in two
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pieces and bolted together, could they escape infringe-

ment by such a subterfuge? And if not, can they escape

by casting instead of cutting, in two pieces and then

bolting together? Is it possible that the law will toler-

ate such a technical distinction—a distinction without a

difference?

Of course we are now discussing the proposition that

the patent itself on its face shows that the invention was

never intended by the patente to be limited to a single

casting. This Court held otherwise, and we submit now

that such holding was error.

So much for the patent itself as evidence. We now-

advance to the second proposition announced in the

opinion of the Court on this point.

AS TO THE PROCEEDINGS IN THE PATENT OFFICE.

It is argued in said opinion that the allowance of

Claim 1 by the Patent Office was based upon the theory

that the invention was limited to a single casting. We

submit that this, likewise, was error.

Claim 1, as originally framed by Smith in his applica-

tion, read as follows:

«1 In a bard-saw mill ihe combinnt'oD of a supporting 'ram* and -he

support for the front bear.ngs of the band-wheel .baft, said wpP**^
formed of a single piece and secured to said supporting frame substantially as

hereinbefore set forth."

Record, p. 441-2.

In answer to this application the Patent Office said:

-Claims 1 and 2 do not distinguish from patent No. 6 432 to L. Heage,

May 8, 1849, sawing machine-band s*w. * " ' Claims 1, 2 an- there-

fote rejected.

Record, p. 44G.
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Smith's attorney then filed an argument, in which he

said:

u A reconsideration of claims 1 and 2 is respectfully requested, as it is be-

lieved these claims as now presented clearly distinguish applicant's inven-

tion from the reference. Heage has no support for the upper and lower tront

bearings of his band-wheels, separate from the rear b. arines. His yoke or

bracket, which is secured to a table, is bifurcated above and below to furnish

all the bearings for both band-wheel shafts."

Record, p. 446-7.

In reply to this argument the Patent Office said:

'• Claim 1 is again rejected on the former reference, which shows a support

for the front bearing of the band-wheel shaft, formed of a single piece and

secured to the supporting frame or tible. and thit is all olaiaa one calls for.

There is nothing in the claim which refers to lower front bearings or to rear

bearings, and only one shaft is mentioned therein. * * As the case

now stands Claim 1 is rejected.

Record, p. 447-8.

Smith acquiesced in this ruling and erased the claim as

originally drawn and substituted therefore his present

Claim 1, which was thereupon allowed.

Record, p. 451-2.

We fail to see anything in these proceedings tending

to show that Claim 1 was allowed on the theory that it

was limited to a single casting. On the contrary we

deduce the very opposite of that conclusion, and believe

we can demonstrate it to a mathematical certainty.

For convenience of reference we herewith place in par-

allel columns the claim as originally asked for, and as

finally allowed

:
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Claim 1.

As Originally Applied For.

In a band-saw mill the combina"

tion of a supporting frame and the

support for the front bearings of the

band-wheel shaft, said support being

formed of a single pit- ce and secured

to waid supporting frame, substan-

tially as hereinbefore set forth.

Claim 1.

As Finally Allowed.

In a band-saw mill the combina-

tion with the band-wheels and main

supporting frame or column, of an

integral standard carrying the front

bearicgs of the upper and lower band-

wheel shafts, said standaid being at-

tached to the front of said main

frame or column between said band-

wheels, substantially as hereinbefore

set forth.

The distinction between these two claims is appar-

ent at a glance. The one in the first column simply calls

for a combination of the following elements.

1. A main (or supporting) frame.

2. An outside support for the front bearings of the

upper band-wheel shaft.

3. Said support being formed of a single piece.

4. And secured to the frame as described (that is to

say, between the upper and lower band-wheel shafts).

It will be observed that there is nothing in the claim

which refers to the front bearings of the bwer band wheel

shaft. The claim refers solely to the front bearing of the

upper shaft. All that the claim called for was an out-

side support for the front bearing of the upper band-wheel

shaft formed of a single piece secured to the mainframe.

Clearly such a claim was not allowable. Almost any

of the references in the record would be an answer to it.

Indeed the common old goose-neck would answer the

language of the claim.

For instance, glance at the prior patent of Allington

(Exhibit 19) issued September 19, 1885. There we find

a support for the front bearing of the upper band-whorl
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shaft, consisting of a U-shaped casting, made of a single

piece attached to the main frame.

Jt is merely a goose-neck attached to the main fiame.

Hence the claim as originally framed was rejected, the

Examiner saying in support of rejection:
; Claim 1 is

again rejected on the former reference, which shows a

support for the front bearing of the band-wheel shaft,

formed of a single piece and secured to the supporting

frame or table, and that is all Claim 1 calls for. There

is nothing in the claim which refers to lower front bear-

ings, or to rear bearings, and only one shaft is men-

tioned therein."

Evidently Smith had made a mistake in framing his

claim originally. He had claimed only the upper half of

his outside support. When his attention was called to

the error, he amended by inserting the present Claim 1

of hi6 patent.

Analyzing presen 1

: Claim 1 we find that it contains the

following elements:

1. Two band- wheels.

2. Main frame or column.

3. An integral standard or support for the front bear-

ings of both band-wheel shafts.

4. Said standard being attached to main frame be-

tween the band wheels.

Observe : no mention is made of the standard bein<

formed of a single piece. Its sole qualification as to form

is that it shall be integral, by which is meant it shall be

continuous between the front bearings of the two shafts

in order to secure the requisite rigidity. When we re-

a«ct that such integrality can be obtained as well by
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making the standard in two pieces and bolting together

as by making it in a single piece, it follows conclusively

that the claim is not limited to a standard made in a sin-

gle piece. Indeed this Court, in its written opinion, said

of the defendant's standard:

"
It is none the less Integral by reason of the fact th a it is maie o tw i parts

so securely bolred together as to present the effect and profuse the result of a

single casting
"

In tine, this Court adjudged that the defendant's stand-

ard is an integral standard, and that is what the language

of the claim calls for.

This conclusion is rendered unassailable, when we re-

member that Smith's patent contains this clause:

-
I have shown and described what I believe to be the simplest and best

means of embodying my invention; but it is obvious that many mechanical

changes may be made without departing from its spirit and scope, and I would

hence have it understood that I consider all such mechamcal changes as mere

modifications of my iuvention."

Indeed the Patent Office proceedings, so far from

showing that either Smith or the office limited his stand-

ard to one made of a single piece, shows directly the con

trary, for he erased the words "formed of a single piece
"

and broadened them into the terms "an integral stand-

ard," which this Court holds include one formed of two

pieces bolted together. Is it not plain that he thereby

intended that his standard should not be limited to one

formed of a single piece ? No other logical conclusion

can be deduced from the premises.

We submit that, if any argument at all is to be de-

duced from the file-wrapper, it is that the standard of

Claim 1 is not to be limited to one formed of a single

piece. Therefore the following statement in this Court s

opinion is error, viz:



43

" By referring to the proceedings in the Patent Office, had upon the filing of

his application, it will be seen that the allowance of the first claim, after the

same had been twice rejected, was based npon this view of his invention, that

his outer support or standard was a single casting attached to the main column

with no intervening part and that thereby the number of parts was lessened."

We do not think this Court can afford to allow that

conclusion to stand of record, and we respectfully ask a

re-hearing in order that an opportunity may be given to

reconsider it. If upon such reconsideration the Court

is of the opinion that we are wrong, no harm can be

done, because it can be adhered to, but we submit with

all the earnestness and insistance we are capable of cora-

mand'ng. that we have made a sufficient prima facie show-

ing to entitle us at least to the opportunity of a recon-

sideration.

So far we hav-> disposed of two propositions announced

in the opinion, viz: That on the face of the Smith patent

his outside support is limited to one made in the form of

a single casting, and that the proceedings in the Patent

Office confirm that theory.

We now advance to the third position announced in

the opinion,, viz: that the state of the art limits Smith's

outside support to one made in the form of a single

casting.

-TATE OF THE ART AS AFFECTING THE CONSTRUCTION OF

CLAIM 1.

In the decision herein the Court relies on two prior

patents as showing the state of the art and by virtue of

which it was held that Smith's outside standard must be

limited to one " made in the form of a single casting."

Those t\v«» aiv the patents of Prescott and Meiners.

First, let us look at Smith's outside support. Its pri-
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mary object is to counteract the tilting tendency of the

wheels and keep them in true alignment. Hence, he

provided a continuous connection between the two wheels,

because the best way to prevent two oppositely disposed

devices from approaching each other is to fill up the in-

tervening space. This necessitated a continuous connec-

tion between the two points.

In the next place such connection must be stiff and

rigid. In order to get the maximum rigidity Smith

made his continuous connection between the wheels in a

single casting, calling it an integral standard. A suffi-

cient amount of rigidity might be obtained by making

the standard in two pieces and bolting together, but

making in one piece was the best form. Hence he de-

scribed that form in his specification, though he did not

limit his claim to that one form

But this was not all the problem. It was necessary to

attach that continuous integral standard to the main col-

umn in such manner as to afford easy means for putting

on and removing the saw. He attained that end by at-

taching it to the main column between the wheels.

It was also necessary that the front bearing of the

upper band-wheel shaft should be vertically adjustible

without interfering with the rigidity of the outside sup-

port, in order to accommodate the wheels to the expan-

sion and contraction of the saw. To obtain this Smith

made the upper arm of his outside support hollow, in

order to place therein mechanism connecting the bearing

with the straining gear and made the horizontal portion

of his support hollow in order to receive and hold the
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straining gear.

Such are the essential features of Smith's ouside sup-

port, viz: (1) It is a continuous connection between the

wheels; (2) It is made integral for the purpose of obtain-

ing a maximum of rigidity; (3) It is attached to the

main column at a point between the wheels, and at no

other point, so as to allow an easy placing and removal

of the saw; (4) It is made holiow so as to receive and

hold the straining gear.

Smith's outside support is one having all these qual-

ities.

Now turn to the two prior patents of Prescott and

Meiners, relied on by the Court for limiting Smith's

standard to one formed of a single piece.

Prescott' s patent shows a main frame or column

made of two parts. The lower one is stationary.

The upper one is hollow and telescopes over the

lower one. A jack-screw is used to slide the upper

one up and down. Outside supports are provided for

the band-wheel shafts consisting of U-shaped brackets,

known as goose-necks. The upper one is bolted to the

telescoping column and slides up and down with said col-

umn. Hence it is not rigid, but yielding. The lower goose-

neck is stationary. The two are not connected. Hence

they do not form a continuous connection between the

two wheels, and do not obviate tilting. Two funda-

mental features of Smith's standard are wanting, viz:

continuity and integrality.

In its opinion, this Court said, " In the Prescott patent

he (Smith) found the main column in connection with
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band-wheels, *tc * * * He has tnken the single

main column of Prescott, etc."

This is an error. He did not find in the Prescott patent

the main column of Claim 1. What he there found was a

two-part telescopic column operating on a principle diamet-

rically opposed to that of Smith's column. Prescott's

main column moves vertically, and that is its essential

and necessary feature. Smith's is stationary and immov-

able, and that is its necessary and essential feature. The

two are opposite in principle. Neither one could be sub-

stituted for the otber.

It is not claimed that Prescott shows a continuous in-

tegral outside support; but that element is said to be

found in the Meiners' patent We do not think so.

Meiners' patent does not in reality show any outside sup-

port at all. The band-wheels are mounted in the center

of the shafts, as in the old Newberry machine of 1808.

The so-called outside support is attached at three points

and does not admit of the easy removal of the saw. It

is not hollow, nor does it need to be hollow, because the

straining gear is on the outside, not in the inside. Every

expert in the case testified that it was impracticable.

This Court said in its opinion

:

u
If therefore the complainants first claim is to be re-

41 garded as covering broadly the combination with band-

14 wheels and a main supporting frame or column of an

44 integral outer standard attached to the main column

'< between the wheels, it will be seen that he found those

u elements in the prior patents, and that he has taken

44 the single main column of the Prescott patent and the

44
integral outer standard of the Meiners' patent and has
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u combined them in a machine, which may be conceded

11 to be neat, compact and strong. But this was not in-

" vention/

Even if this statement were correct, it would not neg-

ative invention, because it is not necessary to the validity

of a combination that its separate elements be new. It

may be the very highest order of invention to pick out

separate elements from separate machines and combine

them together into a new combination.

But the statement of fact is not correct. Smith did

not take " the single main column of the Prescott patent

and the integral outer column of the Meiners patent
n

and combine them together. The Prescott main col-

column is a two-part telescopic column and is not found or

hinted at in the Smith patent. The " integral outer stand-

ard of the Meiners patent" is not found in the Smith

patent.

Nor does the evidence show that Smith's mill is char-

acterized merely as being " neat, compact and strong/'

It is no neater, nor more compact, nor any stronger than

many of the prior mills. We never made any claims to

neatness, nor compactness, nor strength, and we are

utterly at a loss to understand from what source the

Court arrived at such an impression. It is not hinted at

in the testimony nor claimed in our brief.

Again, it is said in the opinion that, in ord°r to correct

the defect of former mills consequent upon the tilting

tendency of the wheels, " it was necessary that the outer

standard should be more firm and rigid," and that Smith

accomplished this "by increasing the strength of that

part."'
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This is another error. It was not a question of

strength The prior mills were just as strong as ours

and yet they failed to succeed where Smith's did succeed.

We never claimed that our mill was stronger than others.

All band-mills are made of the same material and one is

just as strong as the other. The Court has apparently

failed to grasp the fundamental idea of the outside sup-

port, which is that of a continuous connection between the

wheels, made rigid to counteract tilting, attached to the main

frame at a single point between the wheels to afford an easy

means of removing the saw and made hollow so as to receive

a straining gear, whosefunction is to compensate for slack of

the saw. There is a fundamental principle involved which

is not shown in any prior mill. There is no question

about strength, because one mill is as strong as another

if made of the same material. We do not understand

how the Court got side-tracked on this question of

strength, for that question has never been in the case

from beginning to end.

Another curious error in the Court's opinion is the

statement that " The increased speed of complainant's

mill is not due to the introduction of a new element into

his combination, or to a new combination of known ele-

ments. It is attributable solely to the superior strength

and firmness of the supporting column of the band-

wheels. It requires no reason to prove that, if the Pres-

cott mill and the Meiner mill are constructed with equal

strength and rigidity, they will run with the same speed

and accomplish the same result as complainant's mill."

This is all error, and there is noting in the record to

sustain it. The efficiency of our mill is attributable to
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the introduction of a new element, viz: the outside sub-

port. We do not claim for our mill
u superior

strength." It is no stronger than other mills. The

Prescott mill is just as strong as ours. It is made of the

same materials and by as good workmen, and yet it will

not and cannot "accomplish the same result as com-

plainant's mill." As to the Meiner's mill, that is out of

the question. All the strength in the world would not

make it do the work of complainant's mill.

Still another error in the Court's opinion consists in

the assumption that the sole function of Smith's outside

support is to permit the convenient removal and replace-

ment of the saw. But that is only one feature. We have

already shown that it has others, four in all, all of which

are fundamental and characteristic.

We submit that the evidence shows, without any at-

tempt even at contradiction, that the prior mills were all

defective and inefficient, because built on wrong me-

chanical principles; that many attempts had been made

to remedy the defect without success; that Smith suc-

ceeded; that such success was due, not to strength of

material or good workmanship (because the prior unsuc-

cessful mills were just as strong and quite as well built),

but to the introduction of radically new features and

combinations, and that after the introduction of Smith's

mill nearly all the modern manufacturers have copied it,

and no mill can now be sold which does not embody his

ideas.

And yet this Court limits his radical and fundamental

invention to mere form of construction^ saying that it con-

is solely in being made in the form of a single casting.
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We submit that such ruling is contrary to the admitted

facts in the case, as well as at war with the general

policy of the patent law and contrary to the adjudicated

cases. This latter position we shall now proceed to

elaborate.

In Murphy vs. Eastman (5 Fish 306) the invention was

described as "a brush-head provided with an angular

groove or furrow and having an India-rubber ring fitted

thereon as a protection to glass and other substances to

be washed or dusted." The defendants had used a

brush-head having a circular groove or furrow and India-

rubber ring used for the same purpose. This was held

to be an infringement, and Judge Shepley said:

u The patentee, in his specification and claim, has only

" described one geometrical form of groove or furrow, and

" three geometrical forms for the rubber ring—i. e., the

" parallelogram, rhombus and triangle. Perhaps a strict

" construction of the language would exclude the triangle

" from the list of forms of the rubber ring in the claim.

" The patentee does not, as is sometimes done, claim in

" terms the thing patented, however, its form and propor-

tions may be varied, but the law so interprets his

claim without the addition of these words. In con-

templation of law, after he has fully described his in-

11 vention and shown its principles, and claimed it in a

" form which perfectly embodies it, unless he disclaims

" other forms, he is deemed to claim every form in which

" his invention may be copied.

•• Undoubtedly, in some cases, the latter's patent in-

" elude only the particular form described and claimed,

11 not for the reason that the patentee has described and
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" claimed that form only, but because the invention con-

" sists in form only, and only in that form can be em-

" bodied, so that when the form is not copied the inven-

" tion is not used. Winans vs. Denmead, 15 How., 343.

" We must look, therefore, into the nature of the inven-

tion, and see whether its form and its substance are

" inseparable. If they arn inseparable, then the respond-

" ents, having changed the form, do not copy the suh-

" stance of the invention; but if they are separable, and

' the substance of the invention which the patent is de-

" signed to secure is to be found in the manufactures of

ki the respondents, ali hough copied and embodied in a

" form not described or differing from the form described

:
' and specifically claimed by the patentee, then they

" have mfringed.
" The invention, as described and claimed, is for a

11 brush-head, provided with an angular groove or furrow,

k * with an India-rubber band in that furrow. As the

" operative part of the rubber band can come in contact

" with the wood or glass to be dusted or brushed only at

" one time in the periphery of the band, it can make no

i
{ difference in the result whether the shape of the rub-

" ber is circular or angular; whether a cross-section of

" the rubber band would be a parallelogram, a rhombus,

a or_what a circle practically is—a many sided polygon;

" or whether the shape of the groove be semi-circular, or

polygonal or triangular. They would accomplish the

" same result in the same manner and by the same

" means. Cut away from the defendant's band a seg-

" meiit of the circle on both sides of the line in the per-

11 iphery of the band where it touches the glass to be
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44 brushed, and you have only removed a superfluous and

u inoperative part ; and the same principle, mutatis mu-

'• tantlis, applies to the band in the groove and the

" groove itself. One geometrical form as much as the

" other may embody the substance of this invention

" itself."

Does not this language apply with marvellous precision

to the facts of our case? Is it not true that Smith " has

only described one (geometrical) form" ? Is it not true

that '* Perhaps a strict construction of the language

would exclude " other forms? And finally, is it not true

that the invention does not lie in the particular form de-

scribed, because the specification expressly and in terms

denies such contention, and is it not true that the two-

part column of appellant accomplishes identically the

same result in identically the same way as Smith's single

column? On this point there can be no doubt, because

this Court so holds in its opinion.

In Wlnans vs. Denmead (15 How., 330), the invention

was claimed as a car-body made " in the form of a frus-

tum of a cone.
,, The defendants' car-bodies were octag-

onal-shaped. That is to say, the one was a truncated cone.

the other a 'truncated pyramid. One was cylindrical and

conical; the other octagonal and pyramidal. The Su-

preme Court held the two to be equivalents, and Mr.

Justice Curtis said, in delivering the opinion:

•• The substance of this ruling wis, that the claim was

M limited to the particular geometrical form mentioned

"in the specification; and, as the defendmts had not

11 made cars in that particular form, there could be no

" infringement, even if the cars made by the defendants
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<• attained the same result by employing, what was in

" fact the same mode of operation as that described by

" the patentee. We think this ruling was erroneous.

11 Under our law a patent cannot be granted for a mere

11 change of form. * * * Merely to change the form

"of a machine is the work of a constructor, not of an

11 inventor. Such a change cannot be deemed an inven-

u
tion. * * * To change the form of an existing

" machine, and by means of such change to introduce

" and employ other mechanical principles or natural

a powers, or, as it is termed, a new mode of operation,

" and thus attain a new and useful result, is the subject

" of a patent. Such is the basis on which the plaintiff's

" patent rests. Its substance is a new mode of opera-

" tion by means of which a new result is ob-

" tained. It is this new mode of operation which

" gives it the character of an indention and enti-

" ties the inventor to a patent; and this new mode of

" operation is, in view of the patent law, the thing en-

" titled to protection. The patentee may and should so

" frame his specification of claim as to cover this new

11 mode of operation which he has invented, and the only

" question in this case is whether he has done so, or

" whether he has restricted his claim to one geometrical

"form. * * *

11 Now, while it is undoubtedly true, that the patentee

u may so restrict his claim as to cover less than what he

" invented, or may limit it to one particular form of ma-

" chine, excluding all other forms, though they also em-

M body his invention, yet such an interpretation should
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" not be put upon his claim if it can fairly be construed

u otherwise, and this for two reasons:

" 1. Because the reasonable presumption is, that hav-

f ing a just right to cover and protect his whole inven-

" tion, he intended to do so.
# * *

11
2. Because specifications are to be construed liber-

44
ally in accordance with the design of the constitution

u and the natent laws of the United States to promote

u the progress of the useful arts and to allow inventors

41 to retain to their own use not anything which is matter

41
of common right, but what they themselves have cre-

"ated. * * *

" It is generaPy true, when a patentee describes a ma-

11 chine and then claims it as described, that he is under-

" stood to intend to claim, and does by law actually cover

" not only the precise forms that he has described, but

" all other forms which embody his invention, it being a

u familiar rule that to copy the principle or mode of

11 operation described is an infringement, although such

44 copy should be totally unlike the original in form or

14 proportions. * * * Patentees sometimes add to

" their claims an express declaration to the effect that

44 the claim extends to the thing patented, however its form

44
or proportions may be varied. But this is unnecessary.

" The law so interprets the claim without the addition of

44 these words. The exclusive right to the thing patented

14
is not secured, if the public are at liberty to make sub-

44
stantial copies of it varying its form cr proportions.

14 And therefore, the patentee having described his in-

" vention and shown its principles and claimed it in that

44 form which most perfectly embodies it, is, in contemplation
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" of law, deemed to claim everyform in which his invention

11 may be copied, unless he manifests an intention to dis-

" claim some of these forms."

Undoubtedly this reasoning applies to our case. When

we reflect that Smith, not only does not disclaim other

forms, but expressly says that other forms are included

in his invention, the argument is unassailable.

The same doctrine was announced in Grier vs. Castle

(17 Fed. Rep., 523), where the claim was for a spring at-

tached to the rear axle of a carriage " close to the

shoulder.'
7 The defendant had attached his spring to the

rear axle " at a point approximate to its centre," instead

of to its shoulder. Notwithstanding the language, Judge

McKinnon, on the authority of Winans vs. Denmead, held

this to be an infringement. He said:

" All that the patent law requires of an inventor of a

M machine is that he shall describe the manner of mak-

" ing, constructing, and using it in such fall, clear, con.

" cise, and exact terms as will enable any one skilled in

11 the art to which it appertains to make, use, and con-

" struct the same and shall explain the principle thereof

" and the best mode in which he has contemplated apply-

" ing that principle, so as to distinguish it from other in-

" ventions, etc. Under these provisions it has been held

" that a patentee is not generally limited to the literal

" import of his description of his invention, but that in

" construction he may make such modifications of it as

" do not involve a departure from its principle or a ma-

" terial change in its mode of operation. *

" The proofs in this case abundantly show that an attach-

" ment of the bottom springs to the rear axle at a point
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" approximate to its center instead of its shoulder is a

" mere matter of structural arrangement, which does not im-

u pinge upon the principal mode of operation or results ac-

" complished by the invention described in the patent, and

" hence such structural modification is within the con-

11 structive scope of the description."

Is not this language true of our case? Is it not beyond

all doubt that the two-part column of appellant " is a

mere matter of structural arrangement, which does not

impinge upon the principal mode of operation or results

accomplished by the invention described in the patent?''

This Court has so held by saying in its opinion that

the applicant's column " is none the less integral by

reason of the fact that it is made of two parts so securely

bolted together as to present the effect and produce the

result of a single casting."

And if that be true, does not the conclusion follow as

stated in Grier vs. Castle, " and hence that such struct-

ural modification is within the constructive scope of the

description ?"

We do not see any escape from the conclusion.

And so, likewise, Mr. Robinson, in his work on patents

(vol.11, §514), says:

u Again, every claim must set forth the invention it

" purports to describe in that form which, according to

" the judgment of the inventor, the most perfectly em-

•< bodies it. An inventor who seeks protection for his

" invention from the public is obliged to place it before

" the public in the form best fitted for practical use, and

" both in his description and his claim it is his duty to

" disclose his conception through that concrete art or
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it

Li

" instrument which most accurately expresses his idea.

" Having done this, all other forms are presumed to be

" embraced in the one claimed, unless they are dis-

claimed. Thus a claim for the making of an instru-

ment or the doing of an act describing the best mode

" of making the one or doing the other, covers all modes

" in which the former can be made or the latter can be

" done. Or where the invention consists in the new

" shape given to an object, such shape expressing an idea

" of means, all other shapes embodying the same idea are

" protected by the claim for that alone. In this manner

" the protection of the patent, though not granted di-

" rectly to the idea of means conceived by the inventor,

11
as fully embraces it as if it were distinctly and ex-

" pressly stated in the claim."

We come now to another list of cases, which apply

with even greater force to the facts in hand.

In Wheeler vs. Clipper Mower and Reaper Co (10

Blatch., 193; S. C. 6, Fish. 1), the invention consisted of

an improvement in mowers. An essential feature was a

certain hinged metal bar. Its function was twofold—to

oscillate the cutter and give strength to the frame. In

the defendant's machine those two results were effected

in a different form. Two separate devices were used-

one to oscillate the cutter and the other to strengthen

the frame. It was merely a case of dividing the patented

device into two parts, which two parts, when combined,

effected the same result as the patented device, and Judge

Woodruff so ruled, saying:

"A patent for a device cannot be avoided by dividing it into two parts,

which, when combined, produce the same result "in substantially the same

way." vG Fish., 24.)
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In our case it is conceded that the appellant has

merely divided our outside column into two parts and

then bolted the parts together. It is shown in the testi-

mony by appellant's own experts that such construction

is quite as effective and accomplishes the same result in

the same way as our column. This Court, in its opinion,

holds that the two are mechanical equivalents. From

such premises it follows conclusively that there is an

infringement of Claim 1,

In Strowbridge vs. Lindsay (6 Fed. Rep., 510) we find a

still stronger case. There the invention was a coffee-

mill, and the claim of the patent was for " a detachable

hopper and grinding-sheU, formed in a single piece, etc.

'

On final hearing the defendants had been enjoined (2

Fed. Rep., 692). After the injunction they changed the

form of their mills by casting the hopper and shell in

two pieces and then bolting together. This union was

effected in the following manner, to use the words of the

Court:

" The hopper is provided with two wire pins cast on

"
it, one on each side of the lower opening, and the

" lower end of the hopper has an annular shoulder

*' around it against which the grinding shell is placed.

" The grinding-shell has a lug on each side, correspond-

" ing in location with the pins of the hopper, with holes

11
for their reception. The hopper and the grinding-

" shell are securely and firmly united by inserting the

11 annular flange of the latter into the lower end of the

'• hopper, and the pins of the hopper into the holes in

11 the lugs of the grinding-shell, and then bending the

" pins sidewise.'*
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This is identically what the Yulcan Iron Works did
r

viz—severing of a device at the center, providing flanges

on the severed parts, and then uniting the parts by bolts

or pins through the flanges.

It was insisted by the defendants that such construc-

tion of their coffee-mill was no infringement, "in that it

does not have a detachable hopper and grinding-shell

formed in a single piece, but, on the contrary, that the

hopper and grinding-shell thereof are separate construe

-

tion«."

Tnis argument found no favor with Judge Acheson,

who disposed of it by saying:

"Why, since the injunction was granted, have Land-

u
ers, Frary & Clark made the above described change in

" their coffee-mill? It cannot be shown, and, indeed, it

"
is not pretended, that the change is an inprovement to

" the mill, or that thereby the cost of manufacture is

" lessened, or any other advantage is gained or useful

" purpose subserved. Manifestly the sole object is to

'« produce a mill, of which it can be affirmed that the

" hopper and grinding-shell are not cast integral, or

" formed in a single piece literally. But ' the letter

" killeth;' and if the justice of the case is not to be sac-

14 rificed, regard must be had to the spirit rather than

« the phraseology of Strobridge's first claim. Surely the

44 plaintiffs success was a barren victory, if by such an

" alteration as the one here adopted the injuaction of

44 this Court can be evaded. But the expedient must

•

fail of its purpose. The change is but colorable. Al-

<• though east in two pieces, yet when put together for

use the hopper and the grinding-shell are substanti-
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" ally and for all practicable purposes ' formed in a

" single piece.'

" If authority is needed for the proposition that a

" patent cannot be defeated by dividing the patented

" device into two parts, which, when combined, produce

" the same result in substantially the same way, it will

" be found in Wlieeler vs. Clipper Mower and Reaper Co.,

" 6 Fisher, 2."

Observe: the patent claim called specifically for a

hopper and shell formed in a single piece. Our case is

infinitely stronger, because our Claim 1 calls merely for

an integral standard. The claim does not specify that it

must be cast in a single piece. Its sole qualification is

that it must be integral. Casting in a single piece is one

way to obtain that qualification; but it may likewise be

obtained by casting in two pieces and then bolting to-

gether, because this Court has so held in its opinion.

That opinion says that the appellant's standard u
is

none the less integral by reason of the fact that it is

made of two parts so securely bolted together as to pre-

sent the effect and produce the result of a single casting."

A case could not be more directly in point as an au-

thority, both in regard to the law and the facts than this

Strobridge vs. Lindsaij.

The same point was also ruled in Roots vs. Hijndman

(6 Fish., 440). There the device was a rotary blower-

case made in a single piece. The defendant had made his

case in two pieces, cast flanges on them and put bolts

through the flanges to hold the parts together as an in-

tegral case.

Judge Emmons said of such construction

:
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"A machine in all respects like the complainants, with the exception of a

useless division of the shortened arcs by casting them in two pieces, would be an

infringement without any doubt whatever."

The case was appealed to the Supreme Court and there

affirmed. Mr. Justice Swayne in delivering the opinion

of the Court was most emphatic in his condemnation of

the infringer and used the following vigorous language:

" The appellees (patentees) * * * confine their

" claims to improvements in the shell or case of blowers.

« * * * They say the objects of their invention were

" to avoid the necessity of boring out the interior con-

" cave surfaces of the case, and of facing off or planing

" the head-plates, and to render it practicable to cast the

u
outside casing in one piece. * * * The appellant's

a
(infringer's) case is cast in two parts. Why

" is this ? And what are his object and purpose ? We
" can imagine none but to gather where another had

u sown, and escape by simulation and subterfuge the con-

" sequences which the Act of Congress has prescribed

" for the unlawful appropriation of such property. * * *

" The proofs leave no doubt in our minds that the appel-

u lant is grilty of the infringement of this claim."

The latest case we can find is that of Westinghouse vs.

New York Air-brake Co. (59 Fed. Rep., 581), decided in

November, 1893, by the Circuit Court for the Southern

District of New York. There the same question was de-

cided. Without going into details, it will suffice to quote

a few sentences from page 596:

" The question is whether this combination of devices

" is the same as the device of the complainants. It seems

" to me that it is. The component parts of the combi-

" nation operate together to perform the same function
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" and to produce the same result. It is merely dividing

<• complainant's piston into two parts, so arranged that the

" action of one necessarily causes the action of the other

" in the same way as though they were one
"

The learned Judge then goes on to quote authorities

as follows:

" A patent for a device cannot be avoided by dividing

«
it into parts, which, when combined, produce the same result

"in substantially the same way. * * * With reference

" to the ohject in view—the raising and the lowering of

« the fingers, which is the usual purpose contemplated—

" the effect is identical. The means * are sub-

" stantially the same, and they operate m

" substance, in the same manner. To hold otherwise

" would be to give to immaterial variations capacity prac-

"
tically to destroy the value of any patent whatever.

" Judge Woodruff, in Wheeler vs. Reaper Co., 10 Blatchf.,

" 181. In the case of Strobridge vs. Lindsay, 6 Fed., 510,

" a case somewhat similar to the one at bar was presented.

" The complainant was the owner of a patent for a coffee

"
mill. The claim in suit was for ' a detachable hopper

" and grinding shell, formed in a single piece,' etc. The

" defendants, having been enjoined, made a new mill in

" which the hopper and grinding shell were cast separ-

< :

ately. Judge Acheson held that this did not avoid in-

" fringement, and said:

" The change is but colorable. Although cast in two

"
pieces, yet, when put together for use, the hopper and

" grinding shell are substantially, and for all practical

" purposes, ' formed in a single piece.'

" The same view was held by the Supreme Court of the
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United States in Robertson vs. Blake, 94 U. S., 728.
rr

That the ruling of this Court is directly at war with

the above cited cases admits not of a doubt. Some oi

those cases were not cited by us either at the oral argu-

ment or in our briefs, and one of them was decided sinc<

the argument herein. We submit, in this connection,

that a re-hearing should be granted, because:

1. Authorities directly at variance with the decision herd)

are now cited, which were not before the Court when the cai

was argued.

2. One authority directly at variance with the decision

herein is now cited, which was rendered since the argument of

the case.

3. The decision rendered herein is directly at variance

ivith the decision of the Supreme Court in Hyndman vs.

Roots.

So far our argument has been directed solely to Claim

1, which is the most important, We now briefly notice

the remaining claims:

CLAIM 2.

« The combination, substantially as specified, of the hollow supporting col-

umn C and the hollow casting D Dl D2, centrally secured to said column to

furnish rigid supports for the front bearings of the upper and lower band-wheel

shafts."

This is a combination of the following elements:

1. Hollow main column C.

2. Hollow casting D D 1 D 2
,
consisting of the horizon-

tal stem D, and two vertical arms D1 and D2
.

3 A central attachment to the main column.

The object of the whole is " to furnish rigid supports

for the front bearings of the upper and lower band-
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wheel shafts."

Observe: the word integral is not mentioned in the

claim.

In its o\ inion this Court disposed of this claim by

saying:

" The second claim adds to the combination enumer-

" ated in the first the hollow supporting column in the

" outer standard, and the hollow castings attached to

" the main column opposite the same, to furnish sup-

" ports for the bearings of the upper and lower band-

" wheel shafts. This claim combines with the first

" claim the element of hollow main standards and hol-

'* low outer standards, whereas by the first claim the

" standards may be either hollow or solid. The hollow

" standards are found both in the Parish patent and the

" Prescott patent, and in both are used for the same

" purpose, as in the complainant's patent. There is,

" therefore, no invention in the combination of that

" element with those that compose the first claim. The

" complainant can only claim the hollow standards in

" combination with the use of an outer standard made of

" a single casting and attached directly to the main col-

" umn, and it follows that if the defendant has not in-

" fringed the first claim, it has, likewise, not infringed

" the second."

In other words, the Court construed this claim to in-

clude the elements of Claim 1, with the additional feature

of hollowness in the standards, holding that the only

thing in Claim 2, which is not in Claim 1, is

said feature of hollowness. This ruling makes the

outer standard of Claim 2 to consist of one made in the
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form of a single casting."

Such ruling is erroneous. Claim 2 nowhere mentions

or calls for an integral standard, nor for one made in a

single piece. It calls merely for the hollow casting, J) Dl D2

,

which term includes not only the particular form shown

in the drawings, but all equivalents thereof. Inasmuch

as the defendant's expert, Bell, testified (Record 363,

ans. 417), and this Court holds that the appellant's two-

part standard bolted together is a mechanical equivalent

of ours, we are unable to perceive why there is not an

infringement of this Claim 2.

In Murphy vs. Eastman (5 Fish., 306) it was said:

"The patentee does not claim in terms the thing

" patented, however its form and proportions may be

f
l varied. But the law so interprets his claim without

" the addition of those words. In contemplation of law,

" after he has fully described his invention and shown

" its principle and claimed it in a form which perfectly

" embodies it, unless he disclaims other forms, he is

" deemed to claim every form in which his invention may be

" copied."

Compare that ruling with the case at bar. There the

patentee had described his invention in an angular form;

he had not disclaimed other forms, and he claimed it in

the angular form. A device in a circular form was held

to be an infringement.

Here Smith has, in his specification, described his

standard in the form of a single casting: he has not dis-

claimed other fonns, but on the contrary expressly says

in his specification that the single casting is the simplest

form, and the invention may be embodied in other
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forms. (See lines 35-43, p. 3, of Specification.) He

then, by Claim 2, claims the invention as "the hollow

casting, D D 1 D\" The defendant's expert swears that

the form used by defendant is a mechanical equiva-

lent thereof, and this Court holds in accordance with

that testimony With such premises, can there be any

escape from the conclusion of infringement?

The same line of reasoning was applied by the Court

to claims 3 and 4. They were limited to combinations

in which the outside support was cast in a single piece,

in regard to Claim 3 that might possibly be true, be-

cause the claim calls for outer standards "cast in one

piece." This is the only claim in which those words are

used, and it serves to differentiate it from claims 1 and

2. In other words, Claim 3 may possibly be limited to

a combination in which the outer standards are cast in

one piece, because that language is employed in the claim.

But claims 1 and 2 cannot be so construed. Different

language is there used, and that betokens a different

meaning. Claim 1 says " integral standard.' Claim 2

says
" the hollow casting, D D' D\" while Claim 3 says

" vertical arms, D 1 D2
, cast in one piece." Is it not ap-

parent that these different expressions were intended to

express different meanings? Clearly they were. And

yet this Court says they all mean the same thing, to wit

—cast in one piece.

It will not be necessary to consider Claim 4, as the

same reason applies thereto. We think we have already

said enough to show that we are entitled to a re-bearing

in the matter of the outside support.
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THE STRAINING DEVICE.

We are entitled to a re-hearing on this point for two

reasons, viz:

First—Because in the mill which appellant made and

sold to Falk, the identical straining device of the patent

was used without any variation whatever.

Second—Because the construction given to the claims

by the Court, under which the Koefoed straining device

was held to be no infringement, is erroneous.

The first of these propositions we have already con-

sidered.

The second we shall now proceed to consider.

The conclnsion of the Court is based on the following

sentence in the opinion:

" If the complainant's device were a pioneer invention r

" or if it introduced for the first time the use of a rock-shaft on

" knife-edge bearings, or any other essential element of the

" combination, it would be entitled to a broader con-

*' struction, but, narrowed as it is by the known and

" patented devices antecedent to it, the Court is com-

" pelled to more strictly construe its claims."

It follows from this, that, if we can show that com-

plainant's devivce did introduce 'or the first time the use

of a rock-shaft on knife-edge bearings, then the Court

was led into an error of fact, and we are entitled to a

re-hearing.

We can do that to a mathematical certainty; for the record

shows b'l/ond any peradventure of a doubt that Smith was

ABSOLUTELY THE FIRST TO INTRODUCE INTO THE ART A ROCK-

BHAFT MOUNTED ON CN1FE-EDGE BEARINGS.
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This has always been conceded by defendant's counsel,

and there is only one way in which we can account for

such a singular error of fact on the part of the Court.

That is by reason of the false date on the blue-print of

the second Prescott patent. That patent does show the

use of knife-edge bearings attached to straining levers,

and were it prior in time to Smith's invention, might

have the effect indicated in the opinion of the Court.

But we have already shown that the blue-print in the

record is falsely dated ; that the second Prescott patent

is dated in 1889, not in 1887, and is subsequent, not prior

to Smith's invention. Therefore, it cannot limit the

scope of Smith's claims, and must be discarded from con-

sideration.

In its opinion this Court said: "The use of knife-edge

bearings, however, is found in the straining device of the

Prescott patent." By this sentence the Court evidently

referred to the second Prescott patent, as shown in the

falsely dated blue-print, because there the levers of the

straining device turn on knife-edge bearings, while in the

earlier Prescott patent (that of 1887) said levers turn on

common round bearings. The only knife-edge shown in

the earlier Prescott patent is the pointed end of the rod

which carries the front bearing of the upper band-wheel

shaft. Clearly that knife-edge has no relevancy to the

question here at issue, because we are now discussing the

question of a rock-shaft mounted on knife-edge bearings,

not the question of a solitary knife-edge in another part

of the machine and for another purpose, which has no

more relevancy here than the knife-edges of an ordinary

pair of weighing scales.
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There is not in the Prescott earlier patent, nor in any

patent prior to Smith's invention, a rock-shaft mounted on

knife-edge leavings. Smith was, without any question

whatever, the first in the art to use such device. We are

thus emphatic on the point because we know what we are

talking about The Court has been led into the error of

fact by reason of the false blue-print.

The appellant's expert Bell testified positively and un-

equivocally that no patent prior to Smith's invention

showed a rock-shaft mounted on kuife-edge bearings.

(Ans. to ques. 142). This has always been conceded by

appellant's counsel. Its truth is shown by an inspection

of the prior patents themselves.

Having thus demonstrated to an absolute certainty that

Smith was the first in the art to use a rock-shaft mounted

on knife-edge hearings, clearly we are entitled to a re-hear-

ing, because this Court says in its opinion:

" If the complainant's device introduced for the first time

the use of a rock-shaft on knife-edge hearings it would he

entitled to a hroader construction.
11

Now that is precisely what the complainant's device

did do, as conceded by appellant's counsel, shown by the

testimony of its experts, and apparent from the most

casual inspection of the prior patents in the record.

We repeat, the only way by which the Court could

have been led so far astray on this question of fact (be-

cause it is not a question of law, but merely one of fact)

was in considering the second Prescott patent as being

dated in L887, prior to the date of Smith's invention.

That error of fact arose from the false date put by appel-

ant ,,n the blue-print of the second Prescott patent,
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whereby this Court was led into the error of assuming

that the second Prescott patent was prior in time to

Smith's invention, whereas it was subsequent.

Such matters have always been recognized as proper

grounds for re-hearings, and we submit that our petition

should be gi anted.

Respectfully submitted,

JOHN H. MILLER,

MORRIS M. ESTEE,

Counsel for Petitioners.
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This is to certify that we the undersigned, John H.

Miller and Morris M. Estee, are counsel for the appellees,

petitioners in the above entitled case; and in our judg-

ment, as such counsel, the foregoing petition presents a

proper case for a re-hearing and ought to be granted.

JOHN H. MILLER.

MORRIS M. ESTEE.


